
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA736193

Filing date: 03/28/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Omega SA (Omega AG) (Omega Ltd.)

Granted to Date
of previous ex-
tension

03/27/2016

Address Jakob-StÃ¤mpfli-Strasse 96
Biel/Bienne, CH-2502
SWITZERLAND

Attorney informa-
tion

Jess M. Collen
Collen IP, Intellectual Property Law, PC
The Holyoke-Manhattan Building, 80 South Highland Avenue
Ossining, NY 10562
UNITED STATES
ogelber@collen.com, docket@collenip.com Phone:(914) 941-5668

Applicant Information

Application No 77448012 Publication date 09/29/2015

Opposition Filing
Date

03/28/2016 Opposition Peri-
od Ends

03/27/2016

Applicant ELECTRICA AUTOMOTRIZ OMEGA, S. A. DE C.V.
Ave. Miguel Aleman ote. 4423
Guadalupe N.L., 67130
MEXICO

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Batteries, namely, batteries for industrial,
commercial, and automotive use

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

25036 Application Date 05/23/1894

Registration Date 07/24/1894 Foreign Priority
Date

NONE

Word Mark OMEGA

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1894/03/10 First Use In Commerce: 1894/03/10

WATCH MOVEMENTS AND WATCH CASES

U.S. Registration
No.

566370 Application Date 12/08/1951

Registration Date 11/04/1952 Foreign Priority
Date

NONE

Word Mark OMEGA

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1894/00/00 First Use In Commerce: 1894/00/00

WATCHES AND PARTS THEREOF

U.S. Registration
No.

578041 Application Date 10/23/1952

Registration Date 07/28/1953 Foreign Priority
Date

NONE

Word Mark OMEGA



Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1894/00/00 First Use In Commerce: 1894/00/00

WATCHES (INCLUDING POCKET WATCHES, WRIST WATCHES WITH OR
WITHOUT STRAPS, BANDS OR BRACELETS, PENDANT WATCHES, CAL-
ENDAR WATCHES, AND STOPWATCHES) EITHER STEM-WIND OR AUTO-
MATIC; CLOCKS; CHRONOMETERS, CHRONOGRAPHS, AND PARTS FOR
ALL OF THE FOREGOING

U.S. Registration
No.

1290661 Application Date 06/17/1982

Registration Date 08/21/1984 Foreign Priority
Date

NONE

Word Mark OMEGA

Design Mark

Description of
Mark

NONE

Goods/Services Class 004. First use: First Use: 0 First Use In Commerce: 0

[ Lubricating Oils for Watches and Clocks ]

Class 008. First use: First Use: 0 First Use In Commerce: 0

[ Tools Used in Clock and Watch Making;Tools Used in Jewelry Making ]

Class 014. First use: First Use: 0 First Use In Commerce: 0

Watch Cases [ , Watch Chains, and WatchStands Sold as a Unit with Watches ]

Class 016. First use: First Use: 0 First Use In Commerce: 0

[ Fountain Pens and mechanical pencils ]

U.S. Application
No.

77660056 Application Date 01/30/2009

Registration Date NONE Foreign Priority
Date

08/08/2008

Word Mark OMEGA



Design Mark

Description of
Mark

The mark consists of the letter of the Greek alphabet "OMEGA" above the word
"OMEGA".

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0

Photo-finish apparatus, namely, electronic photo-finish cameras; transponders;
acoustic start apparatus, namely, electronic horns, and electronic loudspeak-
ers;electronic lap counters for counting laps in sports; electronic shot counters
for counting shots in sports; countdown timers; starting timers; electronic starting
guns for use in sports; electronic starting gates; electronic starting
bloc;electronic starting platforms, electronic touchpads; flashes for signaling
shots and goals in sports, goal lamps for signaling goals in sports; electronic
windmeters; electronic scoreboards; electronic displays, namely, electronic pan-
els, electronic boards and electronic screens; data processing apparatus,
namely, hardware for recording, processing and transmitting sports data; soft-
ware for recording, processing and transmitting sportsdata, all the aforesaid
goods intended for the field of sports

Attachments 70025036#TMSN.png( bytes )
71622275#TMSN.png( bytes )
71637074#TMSN.png( bytes )
73370198#TMSN.png( bytes )
77660056#TMSN.png( bytes )
R1170 Notice of Opposition.pdf(586222 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Oren Gelber/

Name Oren Gelber

Date 03/28/2016















 

 

EXHIBIT 1 



Mark Information

Mark Literal
Elements:

OMEGA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

28.01.05 - Alpha (Greek letter); Omega (Greek letter); Greek characters

Related Properties Information

Publish Previously
Registered Mark:

Yes

Previously
Registered Mark

Publication Date:

Jan. 17, 1950

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: WATCH MOVEMENTS AND WATCH CASES

International
Class(es):

014 U.S Class(es): 027 - Primary Class

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 10, 1894 Use in Commerce: Mar. 10, 1894

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Generated on: This page was generated by TSDR on 2016-03-28 10:57:42 EDT

Mark: OMEGA

US Serial Number: 70025036 Application Filing
Date:

May 23, 1894

US Registration
Number:

25036 Registration Date: Jul. 24, 1894

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Jul. 26, 2014



Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: OMEGA SA (OMEGA AG) (OMEGA LTD.)

Owner Address: Jakof-Stämpfli-Strasse 96
Biel/Bienne 2502
SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: 27540

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jess M. Collen
COLLEN IP Intellectual Property Law, P.C.
80 South Highland Avenue
THE HOLYOKE MANHATTAN BUILDING
Ossining, NEW YORK 10562
UNITED STATES

Phone: 914-941-5668

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jess M. Collen Phone: 914-941-5668

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jul. 26, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jul. 26, 2014 REGISTERED AND RENEWED (SIXTH RENEWAL - 10 YRS) 68335

Jul. 26, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68335

Jul. 24, 2014 TEAS SECTION 8 & 9 RECEIVED

Jun. 10, 2008 NOTICE OF SUIT

May 02, 2007 CASE FILE IN TICRS

Jul. 26, 2006 REVIEW OF CORRESPONDENCE COMPLETE 59315

Oct. 20, 2004 PAPER RECEIVED

Sep. 23, 2004 REGISTERED AND RENEWED (FIFTH RENEWAL - 10 YRS)

Sep. 23, 2004 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jul. 15, 2004 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Sep. 17, 1985 REGISTERED AND RENEWED (FOURTH RENEWAL - 20 YRS)

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jul. 24, 2014



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jul. 26, 2014

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: LOUIS BRANDT & FRERE

Assignment 1 of 2

Conveyance: CHANGE OF NAME 19820324

Reel/Frame: 0440/0955 Pages: 0

Date Recorded: May 20, 1983

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: TIPP-EX FABRIKATION WOLFGANG DABISCH
CHANGED TO 

Execution Date: Mar. 24, 1982

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Name: TIPP-EX TECHNIK WOLFGANG DABISCH
CHANGED TO 

Execution Date: Not Found

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: WOLFGANG DABISCH 

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Address: No Assignee Address Found

Correspondent

Correspondent
Name:

HENRY L. SHENIER

Correspondent
Address:

380 LEXINGTON AVE.
NEW YORK, NY 10168

Domestic Representative - Not Found

Assignment 2 of 2

Conveyance: CHANGE OF NAME 19820624

Reel/Frame: 0444/0955 Pages: 3

Date Recorded: May 05, 1983

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: OMEGA LOUIS BRANDT & FRERE S.A. Execution Date: Mar. 16, 1983

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: OMEGA SA (OMEGA AG) (OMEGA LTD.) 

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Address: No Assignee Address Found

Correspondent

Correspondent
Name:

HENRY L. SHENIER

Correspondent SHENIER & O'CONNOR

 



Address: 380 LEXINGTON AVE.
NEW YORK, NY 10168
SHENIER AND O'CONNOR

Domestic Representative - Not Found
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Mark Information

Mark Literal
Elements:

OMEGA

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Related Properties Information

Claimed Ownership
of US

Registrations:

0025036

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: WATCHES AND PARTS THEREOF

International
Class(es):

014 U.S Class(es): 027 - Primary Class

Class Status: ACTIVE

Basis: 1(a)

First Use: 1894 Use in Commerce: 1894

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: OMEGA SA (OMEGA AG) (OMEGA LTD.)

Owner Address: JAKOB-STAMPFLI-STRASSE 96

Generated on: This page was generated by TSDR on 2016-03-28 11:00:12 EDT

Mark: OMEGA

US Serial Number: 71622275 Application Filing
Date:

Dec. 08, 1951

US Registration
Number:

566370 Registration Date: Nov. 04, 1952

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Nov. 04, 2012



2502 BIEL/BIENNE
SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: JESS M. COLLEN Docket Number: 27470

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JESS M. COLLEN
COLLEN IP, INTELLECTUAL PROPERTY LAW, P.C.
80 SOUTH HIGHLAND AVENUE
The Holyoke-Manhattan Building
OSSINING, NEW YORK 10562
UNITED STATES

Phone: (914) 941-5668 Fax: (914) 941-6091

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

JESS M. COLLEN Phone: (914) 941-5668

Fax: (914) 941-6091

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Nov. 25, 2015 NOTICE OF SUIT

Nov. 25, 2015 NOTICE OF SUIT

Nov. 25, 2015 NOTICE OF SUIT

Nov. 25, 2015 NOTICE OF SUIT

Nov. 25, 2015 NOTICE OF SUIT

Nov. 25, 2015 NOTICE OF SUIT

Nov. 25, 2015 NOTICE OF SUIT

Oct. 07, 2013 NOTICE OF SUIT

Aug. 06, 2013 NOTICE OF SUIT

Nov. 05, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Nov. 04, 2012 REGISTERED AND RENEWED (FOURTH RENEWAL - 10 YRS) 68335

Nov. 04, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68335

Nov. 02, 2012 TEAS SECTION 8 & 9 RECEIVED

Jan. 29, 2009 CASE FILE IN TICRS

Jun. 10, 2008 NOTICE OF SUIT

Mar. 04, 2003 REGISTERED AND RENEWED (THIRD RENEWAL - 10 YRS)

Mar. 04, 2003 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Nov. 04, 2002 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Oct. 25, 2002 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8

Oct. 25, 2002 PAPER RECEIVED

Dec. 08, 1992 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS)

Oct. 01, 1992 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8

Nov. 04, 1972 REGISTERED AND RENEWED (FIRST RENEWAL - 20 YRS)

Maintenance Filings or Post Registration Information



Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Nov. 04, 2012

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Nov. 04, 2012

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: OMEGA LOUIS BRANDT & FRERE, S.A.

Assignment 1 of 1

Conveyance: CHANGE OF NAME 19820624

Reel/Frame: 0582/0575 Pages: 3

Date Recorded: Nov. 13, 1987

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: OMEGA LOUIS BRANDT & FRERE S.A. Execution Date: Apr. 15, 1987

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: OMEGA SA (OMEGA AG) (OMEGA LTD.) 

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Address: No Assignee Address Found

Correspondent

Correspondent
Name:

SHENIER & O'CONNOR

Correspondent
Address:

122 EAST 42ND STREET
NEW YORK, NY 10168

Domestic Representative - Not Found

 





 

 

EXHIBIT 3 



 

Mark Information

Mark Literal
Elements:

OMEGA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

28.01.05 - Alpha (Greek letter); Omega (Greek letter); Greek characters

Related Properties Information

Claimed Ownership
of US

Registrations:

0025036, 0566370

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: WATCHES (INCLUDING POCKET WATCHES, WRIST WATCHES WITH OR WITHOUT STRAPS, BANDS OR BRACELETS,
PENDANT WATCHES, CALENDAR WATCHES, AND STOPWATCHES) EITHER STEM-WIND OR AUTOMATIC; CLOCKS;
CHRONOMETERS, CHRONOGRAPHS, AND PARTS FOR ALL OF THE FOREGOING

International
Class(es):

014 U.S Class(es): 027 - Primary Class

Class Status: ACTIVE

Basis: 1(a)

First Use: 1894 Use in Commerce: 1894

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2016-03-28 11:02:49 EDT

Mark: OMEGA

US Serial Number: 71637074 Application Filing
Date:

Oct. 23, 1952

US Registration
Number:

578041 Registration Date: Jul. 28, 1953

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Jul. 05, 2013



Current Owner(s) Information

Owner Name: OMEGA SA (OMEGA AG) (OMEGA LTD.)

Owner Address: Jakob-Stämpfli-Strasse 96
2502 Biel/Bienne
SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: JESS M. COLLEN Docket Number: 27640

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JESS M. COLLEN
COLLEN IP INTELLECTUAL PROPERTY LAW, P.C.
80 SOUTH HIGHLAND AVENUE
THE HOLYOKE-MANHATTAN BUILDING
TOWN OF OSSINING, NEW YORK 10562
UNITED STATES

Phone: 9149415668

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

JESS M. COLLEN Phone: 9149415668

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jul. 05, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jul. 05, 2013 REGISTERED AND RENEWED (FOURTH RENEWAL - 10 YRS) 68335

Jul. 05, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68335

Jun. 28, 2013 TEAS SECTION 8 & 9 RECEIVED

Jun. 27, 2013 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jun. 27, 2013 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Oct. 09, 2008 CASE FILE IN TICRS

Jun. 10, 2008 NOTICE OF SUIT

Sep. 06, 2003 REGISTERED AND RENEWED (THIRD RENEWAL - 10 YRS)

Sep. 06, 2003 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jun. 06, 2003 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jun. 06, 2003 PAPER RECEIVED

Dec. 10, 1997 ABANDONMENT DELETED BY TTAB

Dec. 10, 1997 COUNTERCLAIM OPP. NO. 999999 105595

Dec. 10, 1997 ABANDONMENT DELETED BY TTAB

May 12, 1994 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS)

Apr. 12, 1994 RESPONSE RECEIVED TO POST REG. ACTION

Oct. 12, 1993 POST REGISTRATION ACTION MAILED - SEC. 9

Aug. 17, 1993 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8

Jul. 28, 1973 REGISTERED AND RENEWED (FIRST RENEWAL - 20 YRS)

Maintenance Filings or Post Registration Information



Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jul. 28, 2013

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jul. 05, 2013

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: OMEGA LOUIS BRANDT & FRERE, S.A.

Assignment 1 of 1

Conveyance: CHANGE OF NAME EFFECTIVE 6-24-82.

Reel/Frame: 1135/0407 Pages: 5

Date Recorded: Apr. 12, 1994

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: OMEGA LOUIS BRANDT & FRERE S.A. Execution Date: Apr. 15, 1987

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Assignee

Name: OMEGA SA (OMEGA AG) (OMEGA LTD.) 

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Address: BIENNE, SWITZERLAND

Correspondent

Correspondent
Name:

JESS M. COLLEN

Correspondent
Address:

MCGLEW AND TUTTLE, P.C.
SCARBOROUGH STATION
SCARBOROUGH, NY 10510-0827

Domestic Representative - Not Found

 







 

 

EXHIBIT 4 



 

Mark Information

Mark Literal
Elements:

OMEGA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

28.01.05 - Alpha (Greek letter); Omega (Greek letter); Greek characters

Foreign Information

Foreign
Registration

Number:

312,338 Foreign
Registration Date:

May 12, 1981

Foreign
Application/Registration

Country:

SWITZERLAND Foreign Expiration
Date:

May 12, 2001

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: [ Lubricating Oils for Watches and Clocks ]

International
Class(es):

004 - Primary Class U.S Class(es): 001, 006, 015

Class Status: SECTION 8 - CANCELLED

Basis: 44(e)

For: [ Tools Used in Clock and Watch Making; Tools Used in Jewelry Making ]

International
Class(es):

008 - Primary Class U.S Class(es): 023, 028, 044

Class Status: SECTION 8 - CANCELLED

Basis: 44(e)

For: Watch Cases [ , Watch Chains, and Watch Stands Sold as a Unit with Watches ]

International
Class(es):

014 - Primary Class U.S Class(es): 002, 027, 028, 050

Generated on: This page was generated by TSDR on 2016-03-28 11:04:29 EDT

Mark: OMEGA

US Serial Number: 73370198 Application Filing
Date:

Jun. 17, 1982

US Registration
Number:

1290661 Registration Date: Aug. 21, 1984

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Oct. 17, 2014

Publication Date: Nov. 15, 1983



Class Status: ACTIVE

Basis: 44(e)

For: [ Fountain Pens and mechanical pencils ]

International
Class(es):

016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: SECTION 8 - CANCELLED

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: Yes Currently 44E: Yes Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Omega SA (Omega AG) (Omega Ltd.)

Owner Address: Jakob-Stämpfli-Strasse 96
Biel/Bienne CH2500
SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: JESS M. COLLEN Docket Number: 27590

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JESS M. COLLEN
COLLEN IP Intellectual Property Law, P.C.
80 South Highland Avenue
THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NEW YORK 10562
UNITED STATES

Phone: 914-941-5668

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

JESS M. COLLEN Phone: 914-941-5668

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Oct. 17, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 17, 2014 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 68973

Oct. 17, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68973

Aug. 30, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 68973

Aug. 14, 2014 TEAS SECTION 8 & 9 RECEIVED



Jul. 24, 2014 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 73376

Jul. 24, 2014 REGISTERED - SEC. 9 GRANTED/CHECK RECORD FOR SEC. 8 73376

Jul. 24, 2014 ASSIGNED TO PARALEGAL 73376

Apr. 23, 2014 COUNTERCLAIM OPP. NO. 999999 122979

Jun. 10, 2008 NOTICE OF SUIT

Apr. 04, 2006 AMENDMENT UNDER SECTION 7 - ISSUED

Mar. 31, 2006 ASSIGNED TO PARALEGAL 73376

Dec. 16, 2005 REGISTERED - PARTIAL SEC. 8 (10-YR) ACCEPTED

Dec. 05, 2005 PAPER RECEIVED

Aug. 03, 2005 POST REGISTRATION ACTION CORRECTION

Feb. 22, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Feb. 22, 2005 PAPER RECEIVED

Sep. 25, 2001 COUNTERCLAIM OPP. NO. 999999 122979

Oct. 23, 1990 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Aug. 14, 1990 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Aug. 21, 1984 REGISTERED-PRINCIPAL REGISTER

Nov. 15, 1983 PUBLISHED FOR OPPOSITION

Nov. 15, 1983 PUBLISHED FOR OPPOSITION

Sep. 28, 1983 NOTICE OF PUBLICATION

Sep. 23, 1983 NOTICE OF PUBLICATION

Aug. 26, 1983 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 06, 1983 CORRESPONDENCE RECEIVED IN LAW OFFICE

Apr. 21, 1983 NON-FINAL ACTION MAILED

Mar. 28, 1983 ASSIGNED TO EXAMINER

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Filed Section 15 - Accepted

Renewal Date: Aug. 21, 2014

Change in
Registration:

Yes

Amendment to a
Registration/Renewal

Certificate:

In the statement, Column 1 and 2, the goods in classes 4,8, and 16 are deleted.

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Oct. 17, 2014

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: Omega SA (Omega AG) (Omega Ltd.)

Assignment 1 of 1

Conveyance: CHANGE OF NAME 19820624

Reel/Frame: 0444/0955 Pages: 3

Date Recorded: May 05, 1983

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: OMEGA LOUIS BRANDT & FRERE S.A. Execution Date: Mar. 16, 1983

Legal Entity Type: UNKNOWN State or Country No Place Where Organized Found

 



Where Organized:

Assignee

Name: OMEGA SA (OMEGA AG) (OMEGA LTD.) 

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Address: No Assignee Address Found

Correspondent

Correspondent
Name:

HENRY L. SHENIER

Correspondent
Address:

SHENIER & O'CONNOR
380 LEXINGTON AVE.
NEW YORK, NY 10168
SHENIER AND O'CONNOR

Domestic Representative - Not Found





 

 

EXHIBIT 5 



 

Mark Information

Mark Literal
Elements:

OMEGA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the letter of the Greek alphabet "OMEGA" above the word "OMEGA".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

28.01.05 - Alpha (Greek letter); Omega (Greek letter); Greek characters

Related Properties Information

Claimed Ownership
of US

Registrations:

1969071, 3146117, 3318408 and others

Foreign Information

Priority Claimed: Yes

Foreign
Application

Number:

59866/2008 Foreign
Application Filing

Date:

Aug. 08, 2008

Foreign
Registration

Number:

579785 Foreign
Registration Date:

Nov. 28, 2008

Foreign
Application/Registration

Country:

SWITZERLAND Foreign Expiration
Date:

Aug. 08, 2018

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Photo-finish apparatus, namely, electronic photo-finish cameras; transponders; acoustic start apparatus, namely, electronic horns, and
electronic loudspeakers; electronic lap counters for counting laps in sports; electronic shot counters for counting shots in sports;

Generated on: This page was generated by TSDR on 2016-03-28 11:06:22 EDT

Mark: OMEGA

US Serial Number: 77660056 Application Filing
Date:

Jan. 30, 2009

Register: Principal

Mark Type: Trademark

Status: A first request for extension of time to file a Statement of Use has been granted.

Status Date: Oct. 23, 2015

Publication Date: Mar. 03, 2015 Notice of
Allowance Date:

Apr. 28, 2015



countdown timers; starting timers; electronic starting guns for use in sports; electronic starting gates; electronic starting bloc; electronic
starting platforms, electronic touchpads; flashes for signaling shots and goals in sports, goal lamps for signaling goals in sports;
electronic windmeters; electronic scoreboards; electronic displays, namely, electronic panels, electronic boards and electronic screens;
data processing apparatus, namely, hardware for recording, processing and transmitting sports data; software for recording,
processing and transmitting sports data, all the aforesaid goods intended for the field of sports

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b) 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: Yes Currently 44D: No Amended 44D: No

Filed 44E: Yes Currently 44E: Yes Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Omega SA (Omega AG) (Omega Ltd.)

Owner Address: Jakob-Stampfli-Strasse 96
2502 Biel/Bienne SWITZERLAND

Legal Entity Type: JOINT STOCK COMPANY State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: J230

Correspondent

Correspondent
Name/Address:

AUDRA KEMP
COLLEN IP INTELLECTUAL PROPERTY LAW PC
80 SOUTH HIGHLAND AVENUE
THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NEW YORK UNITED STATES 10562

Phone: (914) 941-5668 Fax: (914) 941-6091

Domestic Representative

Domestic
Representative

Name:

Jess M. Collen Phone: (914) 941-5668

Fax: (914) 941-6091

Prosecution History

Date Description
Proceeding
Number

Oct. 27, 2015 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Oct. 23, 2015 EXTENSION 1 GRANTED 98765

Oct. 23, 2015 EXTENSION 1 FILED 98765

Oct. 23, 2015 TEAS EXTENSION RECEIVED

Apr. 28, 2015 NOA MAILED - SOU REQUIRED FROM APPLICANT

Mar. 03, 2015 PUBLISHED FOR OPPOSITION

Feb. 11, 2015 NOTICE OF PUBLICATION

Jan. 26, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 73296

Jan. 20, 2015 ASSIGNED TO LIE 73296

Jan. 13, 2015 EXPARTE APPEAL TERMINATED 660056

Jan. 13, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 19, 2014 EX PARTE APPEAL-INSTITUTED 660056



Dec. 19, 2014 JURISDICTION RESTORED TO EXAMINING ATTORNEY 660056

Dec. 19, 2014 EXPARTE APPEAL RECEIVED AT TTAB

Dec. 19, 2014 ASSIGNED TO LIE 59554

Dec. 18, 2014 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Jun. 19, 2014 FINAL REFUSAL MAILED

Jun. 18, 2014 FINAL REFUSAL WRITTEN 82419

Jun. 05, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 05, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 05, 2014 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Dec. 05, 2013 INQUIRY AS TO SUSPENSION MAILED

Dec. 05, 2013 SUSPENSION INQUIRY WRITTEN 82419

Dec. 04, 2013 LIE CHECKED SUSP - TO ATTY FOR ACTION 68691

Jun. 03, 2013 LETTER OF SUSPENSION MAILED

Jun. 03, 2013 SUSPENSION LETTER WRITTEN 82419

May 31, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 68691

May 31, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 68691

May 31, 2013 ASSIGNED TO LIE 68691

May 31, 2013 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Dec. 03, 2012 INQUIRY AS TO SUSPENSION MAILED

Dec. 03, 2012 SUSPENSION INQUIRY WRITTEN 82419

Nov. 26, 2012 LIE CHECKED SUSP - TO ATTY FOR ACTION 73296

May 21, 2012 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 73296

Nov. 18, 2011 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 73296

May 17, 2011 LETTER OF SUSPENSION MAILED

May 17, 2011 SUSPENSION LETTER WRITTEN 82419

May 17, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 73296

May 17, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 73296

May 02, 2011 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Nov. 01, 2010 INQUIRY AS TO SUSPENSION MAILED

Oct. 30, 2010 SUSPENSION INQUIRY WRITTEN 82419

Apr. 28, 2010 LETTER OF SUSPENSION MAILED

Apr. 28, 2010 SUSPENSION LETTER WRITTEN 82419

Apr. 27, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 27, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 27, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 28, 2009 NON-FINAL ACTION MAILED

Oct. 27, 2009 NON-FINAL ACTION WRITTEN 82419

Oct. 21, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 73296

Oct. 21, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 73296

Oct. 21, 2009 ASSIGNED TO LIE 73296

Oct. 13, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Apr. 15, 2009 NON-FINAL ACTION MAILED

Apr. 14, 2009 NON-FINAL ACTION WRITTEN 82419

Apr. 12, 2009 ASSIGNED TO EXAMINER 82419

Feb. 04, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Feb. 03, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Feb. 03, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: LOVELACE, JAMES B Law Office
Assigned:

LAW OFFICE 119

File Location

Current Location: INTENT TO USE SECTION Date in Location: Apr. 28, 2015
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